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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Guardsmark, LLC
Granted to
Date 06/20/2004
of previous
extension

Guardsmark, LLC

22 South Second Street
Memphis, TN 38103
UNITED STATES

Address

Guardsmark, LLC

22 South Second Street

Memphis, TN 38103

UNITED STATES
trademarkdocketing@aporter.com

Correspondence
information

Applicant Information

Application No | 78243473 P“b(';:tit“’“ 12/23/2003
Opposition Opposition
Filing Date 06/18/2004  Period Ends 06/20/2004
Applicant Nexans

Goods/Services Affected by Opposition



Class 009. First Use: First Use In Commerce:
All goods and sevices in the class are opposed, namely: CABLES FOR DATA
. COMMUNICATION NETWORKS

Attachments  GUARDSMARK v NEXANS.PDF (32 pages )

Signature /James walsh/

Name Guardsmark, LLC

Date 06/18/2004




INTHE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GUARDSMARK, LLC,

Qppaoser, Opposition No.

Application Serial No. 78-243473
NEXANS, Mark: GUARDSMARK

Applicant.

<
T T . o g S

NOTICE OF OPPOSITION

Opposer, Guardsmark, LLC, a Delaware Limited Lighility Company with its
principal place of business at 22 South Second Street, Memphis, Tennessee 38103
{(“Cuardsmark™ or “Opposer”), believes that it will be damaged by registration of the
mark in Application Senal No. 78-243473 and hereby opposes registration of the mark in
accordance with Trademark Act § 13, 15 US.C. § 1063 and Trademark Rule 2.101, 37
CFRC§ 2,101, The grounds for opposition are likelihood of confusion between the
Applicant’s Mark and Guardsmark’s registered marks under Trademark Act § 2(d},

15 US.C§ 1052(d) and dilution under Trademark Act § 43(c), 15 U.S.C. § 1125(c).

L OPPOSER’S MARK

1. Guardsmark is the owner of a series of marks consisting in whole or in
principal part of the cotned word GUARDSMARK used in connection with security and
investigation services, as well as a wide range of other goods and services, ag evidenced
by ULS. Registration Nos. 2,820,390, 2,805,203; 2,309,554; 2,062,974; 2,151,195;
2,154,070; 1,986,655; 1,811,355; and 808,973 (“the GUARDSMARK Marks” or “the

1216387 _2.D0OC



GUARDSMAREK Registrations”) reflected in the attached copies of the U8, Patent &
Trademark Office (“PTO”) automated (TARR) records.

2. GUARDSMARK and its predecessors have used the GUARDSMARK
Marks in commerce in connection with s goods and services since at least as early as
1963 and Guardsmark continues to use the GUARDSMARK Marks in commeree.

Through longstanding and extensive use of the GUARDSMARK Marks,

Lk

the GUARDSMARK Marks have become distinctive of Guardsmark’s goods and

ervices in commerce and famous.

[7e]

L. APPLICANT’S MARK

4. Nexans, a limited liability joint stock company of France ("Nexans™ or
“Applicant™), filed an application in the PTO on April 29, 20603 to register
GUARDMARK {“the Nexans Mark™), in Application Serial No, 78-243473 (“the Nexans
Application”) based on ifs claimed mtention to use that mark in commerce. The Nexans
Application was published for opposition on December 23, 2003, Opposer has requested
and been granted extensions of time to oppose the Nexans Application through June 20,
2004.

3. The Nexans Application identifies the goods as “cable for data
communication networks”™ (“the Nexans goods”™),

6. Nexans asserts a bona fide intent to use the mark i commerce in the
Nexans Application as the only basis for registration.

L LIKELIHOOD OF CONFUSION

7. The Nexans Mark is confusingly similar to Opposer’s GUARDSMARK

Marks for the following reasons, among others:



A Comparison of the Marks

8. Qpposer’s GU AR{)SI\&ARK Marks include the word mark,
GUARDSMARK, alone and with other wording and/or design elements, In each
variation, GUARDSMARK is the only or principal distinctive element and the dominamt
element in the mark, “GUARDSMARK?” is a coined term which is not only inherently
distinctive, but unique. Opposer is not aware of any other use of GUARDSMARK as a
trademark or otherwise. Opposer’s GUARDSMARK Marks are entitled to a broad scope
of protection because the marks are famous.

9. The Nexans Application seeks to register the GUARDMARK word mark.

10, Thus, the Nexans Mark, as identified in the Nexans Application, is legally
tdentical to the famous marks in the GUARDSMARK Registrations in appearance, sound
and overall commercial impression. The omission of the letter “s” does nothing to
distinguish the marks of the parties.

B. Strength of the GUARDSMARK Mark

11, GUARDSMARK is 2 strong mark. GUARDSMARK 1s a unique, coined
term which is highly distinctive and which has become famous through longstanding and

widespread use.

C. Comparison of the Goods and Services

12, The parties’ goods and services are related. The goods and services of
Nexans and Guardsmark are offered {o the same customers. Furthermore, because
GUARDSMARK is a famous trademark, if is entitled to a broad scope of protection.

i} Chamnels of Trade

13, The Nexans Application does not include any restriction as fo channels of

trade or purchasers with respect to the Nexans goods. Likewise, the GUARDSMARK

~ 3.



Registrations do not include any restrictions as to channels of trade or purchasers. Thus,
the goods and services of the parties must be presumed to move through the same
channels of trade and to the same potential purchasers.

E. Priority

14, There is no issue with respect to prionity. Guardsmark began use of the
GUARDSMARK Marks nearly forty years before Nexans filed the intent-to-use Nexans
Application.

v, RILUTION

15, The GUARDSMARK mark is inherently distinctive and unique and the
GUARDSM&RK. Marks have become famous through longstanding and widespread use
in commerce in connection with Guardsmark’s goods and services.

16, The GUARDSMARK Marks have achieved widespread recognition
within the security and investigation field, in the business world in general, and among
the consuming public.

17, The GUARDSMARK mark was distinctive and had become famous long
before Nexans filed the Nexans Application.

18, The registration of GUARDMARK will dilute the distinctive quality of
the GUARDSMARK Marks,

WHEREFORE, Opposer states that it will be damaged by registration of the mark
in the Nexans Application and therefore requests that the Trademark Trial and Appes!

Board (“the Board”) refuse registration.



This Notice of Opposition is submitted electronically and the undersigned has
authorized the payment of all official {iling fees or any other fees due from Deposit
Account No. 50-2387,

Onnoser requests that the Board instuute this proceedine and then suspend

proceedings for six months to enable the parties to attenipt to resolve the matter by

mutual agreement.

Respectfully submitted on behalf of

GUARDSMARK, LLC

By: 3 }
Jarfies T. Walsh &
Robetta 1. Horton

Amold & Porter

555 Twellth Street, NJW,
Washington, D.C. 20004-1202
(202) 942-3737

June 18§, 2004
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Latest Status Info Page 1 of

Thank you for vour request., Heve are the latest results from the TARR web server.

Mark (words only): GUARDSMARK UNIVERSITY
Standard Character claim: No

Current Status: Registered.

Date of Status: 2004-03-02

Filing Date: 2001-01-26

Transformed into a National Application: No
Registration Date: 2004-03-02

Register: Principal

Law Office Assigned: LAW OFFICE 102

i you are the appﬁwm or appiimm*& :;sﬁ;mmmf amﬁ %}.‘we qsgﬁﬁﬁmw about this file, please contact the Trademark

Current Location: 900 -Warehouse (Newington)

Date In Location: 2004-03-08

1. Cruas &i"siﬁd 3\ L {’

Agidress:

Cruardsmark, LLO

22 South Second Strest

Memphis, TN 38103

United States

Legal Entity Type: LIMITED LIABILITY COMPANY
State or Country Where Organized: Delaware

{“{}@3}% AND/OR SERVICES

educational trailning services, namely, L’timdgcti}‘i g sentinars and Q%.asses in the field of security, investigation, security
personnel and personmel management, education and traing

hitp//tarr uspto.gov/serviet/tarr Pregser=registrationdentry=2820390 6/18/2004



Latest Status Info

International Class: 041
First Use Diate: 2003-03-07
First Use in Commerce Diate: 2003.03.07

Basis: 1{a)

ADDITIONAL INFORMATION

Disclaimer: "UNIVERSITY?

Prior Registration Number(sh:
BOBYT3
1784367
1811355
1986655
'7<"(§2§}7«<§

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2004-03-02 - Registere d Pri rmpai Register

2004-01-13 - Allowed {or Registration - Principal Register (SOU accepted)
2004-01-06 ~ Non-final action matled

2004-01-06 - Previous allowance count withdrawn

2003-05-23 - Allowed for Registration - Principal Register (SOU accepted)
2003-05-21 - Case file assigned to examining aftorney

2003-05-20 - Statement of use processing complete

2003-03-24 - Amendment to Use filed

2003-03-26 - PAPER RECEIVED

2002-09-24 - Notice of allowance - mailed

2002-07-02 - Published for opposition

2002-00 - Notice of publication

hitp://tarr.uspto.gov/serviet/tarr?regser=registration&entry=2820390
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Latest Status Info Page 3 of 3

2002-03-19 « Approved for Pub - Principal Register (Initial exam)
2001-12-18 - Communication received from applicant

2001 -06-18 « Non-final action mailed

2001-06-13 - Case file assigned to examining aftorney

James Walsh (Attorney of record)

James Walsh

ARNQOLD & PORTER

SARI2TH ST NW
WASHINGTON D0 200041200

hitp/Aarr.uspto.goviserviet/tarrTregsersregistration&entry=2820390 6/ 1872004



Latest Status Info Page 1 of 3

This page was generated by the TARR systep on 2004-06-18 13:537:38 ET
Serial Number: 76000585 Assignment Information

Registration Number: 2805203 Assignment Information

Mark (words only): GUARDSMARK SUSTAINED EXCELLENCE
Standard Character claim: No

Current Status: Registered.

Date of Status; 2004-01-13

Filing Date: 2000-03-27

Tramsformed into a National Application: No

Registration Date: 2004-01-13

Register: Principal

Law Office Assigned: LAW OFFICE 115

If vou are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceUenter{@uspio.goy

Current Location: 900 -Warchouse {(Newmglon}

Pate In Logation: 2004-01-20

?i X‘ﬂ H”“N N %‘\T{%Wﬂ% NER{S) {"ﬁﬁ R‘% { {}Ri}

1 GUARDSMARE, LLO

Address:

GUARDSMARK, LL {"

22 SOUTH SECOND STREET

MEMPHIS, TN 381 {_3;

United States

Legal Entity Type: Lid Liab Co

State or Country Where Organized: Delaware

G@@ﬁ@ AND/OR SERVICES

security services, namely, monitoring of security systems, five alarms, fire fighting, security guard services, and
profection services; security services, namely, civil protection services; security services, zmtdv mnspection of

http//tare. uspto. gov/serviet/tarr fregser=registratlion&entry=2805203 6/18/2004

-



Latest Status Info

buildings, mfkmv lots, vehicles, persons, personal belongings, fire and security alarms, systenss and equipm

security services, namely, holding of items of others for safety and security reasons
International Class: 044

First Use Date: 2003-06-30

First Use in Commerce Date: 2003-06-30

Basis: 1(a)

Page 2 0f 3

s

&
B

el

ADDITIONAL INFORMATION

Prior Registration Number(s}:
ROEYT3
1784 3{}

MADRID PROTOCOL INFORMATION

{(NOT AVAILABLE)

PROSECUTION HISTORY

2004-01-13 - Registered - Princi pa% Register

2003-09-29 - PAPER RECEIVED

2003-11-17 - Allowed for Registration - Principal Register (SOU accepted)
2003-11-07 -~ Examinet's amendment mailed

2003-11-06 - Previous allowance count withdrawn

2003-09-08 - Allowed for Registration - Principal Register (SOU aceepted)

2003-08-29 - Case

.y

ile assigned to examining attorngy
2003-08-28 - Case File in TICRS
2003-07-02 - Statement of use processing complete

2003-07-02 - Amendment to Use filed

2003.07-01 - TEAS Statement of Use Received




Latest Status Info Page 3 of 3

2003-01-03 - Extension 3 filed
2003-01-03 - TEAS BExiension Received
2002-07-08 - BExtension 2 granted
2002-06-25 - Extension 2 filed
2002-06-25 - TEAS Extension Recerved
2002-01-17 - Extension 1 granted
2002-01-03 - Extension 1 filed
2001-07-03 - Notice of allowance - matled

2001-04-10 - Published for apposition

e

2001-03-28 - Notice of publication

2000-10-20 - Approved for Pub - Principal Register (Initial exam)

2000-10-03 - Examiner's amendment mailed
2000-09-19 ~ Case file assigned to examining attorney

CONTACT INFORMATION

{"wresp@mﬁem
James T. Walsh {(Attorney ot record)

o

: as LD & z
5 12TH STRE
NASHINGT %‘i\u

ET NW
D.C. 20004

http:/Marruspto.gov/serviet/tarrregser=registration&entry=2805203 6/18/2004



Latest Status Info Page 1 of 3

This page was generated by the TARR system on 2004-06-18 135813 ET

Serial Number: 75167051 Assigrnment Information

.........................................

Registration Number: 2309554 Assignment Information

Biark

RUTH COURAGE JUDG

ENT

Standard Character claim: No

Current Status: Registered.

Date of Status: 2000-01-18

Filing Date: 1996-09-13

Transformed into a National Application: No
Registration Date: 2000-01-18

Register: Principal

Law Office Assigned: TMO Law Office 112

If vou are the applicant or applicant's attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenter{@uspto.gov

Current Location: 500 -Warchouse {(Newinglon)

Date In Location: 2000-02-07

LAST APF’LH AN i“ (C }f{‘ﬂ’% N FR{%} OF ﬁi* C OR{}

1. Guardsmark, Ingc.

Address:
Guardsmark, Inc.
22 South Second Street

hitp://tarr.uspto.gov/serviet/lart?regser=registrationdeniry=2309554 6/18/2004

&



Latest Status Info Page 2 of 3

Memphis, TN 38103

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

maintenance and repair of fire and security alarms, systems and equipment, portable radios, secuyity and electronic
equipment; cleaning services, namely, waste disposal for others; and janitorial services

International Class: 037

First Use Date: 1999-03-

First Use in Commerce ‘ﬁmﬁe: 19690303

Basis: o)

tra ﬂ%p@z‘*"ai’;m of passengers and/or goods, and/or transport services rendered by motor vehicles; traffic information
services; tour guide services and messenger services

International Class: 039

First Use Date: 1999-03-03

First Use in Commerce Date: 1999-053-03

Basis: 1{a)

@d}i}i i“i{}?\ AL INF @RMA § N}\

Lining and %nm}%mw The stipy mmgisai ature of the mark and does not im:ié«;:z«zi‘@ color,

Priov Registration Number{s):
RORGT3
33

1811355

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2000-01-18 - Registered - Principal Register

1909-11-18 - Allowed for Registration - Principal Register (SOU accepted)
1999-10-28 - Communication received from applicant

1999-04-28 - Non-final action mailed

1090.-04-26 - Case file assigned to examining attomey

1999-04-09 - Statement of use processing complete

hitp:/Atarr. usplo. gov/serviettarrYregser=registration&entry=2309554 6 R/2004



Latest Status Info Page 3of 3

19680409 - Extension 3 granted
1999-03-09 - Amendment to Use filed
1999-03-09 - Extension 3 filed
1998-09-23 - Extension 2 granted
1998-08-28 - Extension 2 filed
1998-04-12 - Extension | granied
1988-(3-05 - Extension 1 filed
1997-09-04 - Notice of allowance - mailed
1697-06-17 - Published for oppositior
1997-05-16 - Notice of publication
1997-04-02 - Approved for Pub - Principal Register (Initial exam)
1997-03-19 - Examiner's amendment mailed
1997-03-12 - Case file assigned o examining attorne

1997-03-11 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent
JAMES T WALSH (Attorney of record)

JAMES T WA LSH

RW{B% 3 & POR

555 TWELFTH %7{ N\'\v
WASHINGTON DC 20004-1202
United States

http://tarr uspto.gov/serviet/tarrPregser=registration&entry=2309554 6/18/2004

&



Latest Status Info

Thank vou for vour reqguest, Here are the latest resuits from the TARR web server,

T

rri

This page was generated by the TARR system on 2004-06-18 13:58:49
Serial Number: 75083165 Assignment Information
Hegistration Namber: 2002974 Assignment Information

e

Mark

{words only): G GUARDSMARK TRUTH COURAGE JUDGEMENT

Standard Character claim: No

Current Status: Scction 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2003-08-14

Filing Date: 1996-04-03

Transformed into a National Application: No

Registration Date: 1997-05-20

Register: Principal

Law Office Assigned: LAW OFFICE 104

Page 1 of 3

if vou are the applicant or applicant's attorney and have guestions about this file, please contact the Trademark

Assistance Center at Ty aﬁemm‘%;kssismﬁeetemﬁ%i Gusplo.goy

Current Location: Y00 -Warchouse (Newington)

oy

Date In Location: 2003-08-18

LAST APPLICANTGYOWNER®S) OF RECORD

1. GUARDSMARK, LLC

Address:
GUARDSMAREK, LLC
22 SOUTH SECOND STREET

6/18/2004



Latest Status Info Page 2o 3
MEMPHIS, TN 20004
§,,}§‘$i\.ﬁxu bid o5
Legal Entity Type: LIMITED LIABILITY COMPANY
State or Country Where Organized: (NOT AVAILABLE)
GOODS AND/OR SERVICES
mventory control services; receptionist services; temporary employment agency services; employment coumseling

services; business management i;’:@sm.aitiz‘zg, mvestigation, and administrative services; matl sorting, handling, and
receiving services; and commercial and industrial management assistance and administrative services
international Class: 035

First Use Date: 1994-01-00

First Use in Commerce Date: 1994-01-00

Basis: 1{a)

educational, instructional, and training services, namely, conducting classes and personal direct comu%‘iaﬁims\; both
using multimedia materic als, in the area of commercial and mdusim% safety and emergency medical care
International Class: 041

First Use Date: 1994-01-00

First Use in Commerce Date: 1994-01-00

Basis: 1{a)

monitoring of security system
zmé cal ass! smm & sery m,s

s, fire alarms, and waste removal; vehicle-weighing services; security guar s‘nm:s,
{:sdm care %mma emergency mmimai SETVICES; fii fw hting ,,msf: protection services;
ocksmith servi
security i_&spe:mim SEIVICEs, zmzm,iv, ;nf«gm, ion o,t, iamimngjm pﬂﬁiﬂia" 201% vehicles, ;m song, personal belongings, fire
and security alarms, systems and equipment, and storage facilities for safety, security and health hazards, fue
protection, hazardous waste handling, storage and disposal, and observation and reporting of criminal acm'uj.v‘;
concierge services; and guest relation services

International Class: 042
First Use Date: 1994-01-00

First Use in Comumnerce Date: 1994-01-00

1
i

Basis: 1{a)

L\ﬁi}% i H}?\ ’ﬂ i?\%i}RM K%TH}\

Disclaimer: "TRUTH", "COURAGE", ;3.33.{*1 TUDGEMENTY
Lining and Stippling: The lining 18 a feature of the mark and does not indicate color.

Prior Registration Number{s):
808973

1784367

1811358

hitp://tarr.uspto. gov/serviettarrPregser=registration&entry=2062974 ‘ &/ 1872004



Latest Status Info

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

Page 3 of 3

PROSECUTION HISTORY

”“}i}ﬁ i}& 14 - %m ..... ;31 8 {ffi»ye;;;;} accepted & Section 15 acknowledged
2003-05-21 - Section & (6-year) and Section 15 Filed
2003-05-21 - PAPER RECEIVED
1997-05-20 - Registered - Principal Register
1997-02-25 - Published for opposition
1997-01-24 - Notice of publication
1996-11-24 « Approved for Pub - Principal Register (Initial exam)
1996-10-21 - Cormmmunication received from applicant
1996-07-26 - Exantiner's amendment matled

1996-07-16 - Non-final action mailed

1996-06-24 - Case file assigned to examining atiormney

CONTACT INFORMATION

Correspondent
JAMES WALSH (Attorney of record)

JAMES WALSH
ARNOLD & PORTER
S55 12TH STREET, NW

5551
WASHINGTON, DC 20004

hitpy/farr.uspto. gov/serviettarrfregser=registration&entry=2062974

6/18/2004



Latest Status Info Page 1 of 3

This page was generated by the TARR system on 2004-06-18 13:539:32 £T

~ s 3
i

Serial Number: 75023088 Assienment Information

Registration Number: 2151195 Assignment Information

Mark

T LRI A 1 PRIATIRY

&
3 demt
e

(words only): THE GUARDSMARK PROMISE 1. CUSTOMER DISSATISFACTION 2. SERVICE RECOVERY 3.
EXCEED EXPECTATIONS

Standard Character claim: No

Current Status: Section § and 15 affidavits have been aceepted and acknowledged.
Date of Status: 2004-05-14

Filing Date: 1995-11-27

Traosformed into a National Application: No

Registration Date: 1998-04-14

Register: Principal

Law Office Assigned: LAW OFFICE 104

if vou are the applicant or applivant's attorney and have questions about this file, please contact the Trademark
Assistance Cender at TrademarkAssistanceCenteriusplo.goy

Current Location: 900 -Warchouse {(Newington}

3

Drate In Location: 2004-05-17

LAST APPLICANT(SYOWNER(S) OF RECORD

1 GUARDSMARK, LLC

Address:
GUARDSMARK, LLC

hitp://tarr.uspto.gov/serviet/tarr?regser=registration&entry=2151195 6/18/2004



Latest Status Info Page 2 of 3

22 SOUTH SECOND STREET
MEMPHIS, TN 38103

Jrated States

Legal Entity Type: Lid Liab (

State or Country Where Or gamzed: Delaware

{v@{}@‘s %Ni}/{ﬁﬁx ‘sﬁﬁ‘%’ %i(“iim

inventory control services; bmmms management consulting services, investigation services, and administrative
services

International Class: 035

First Use Date: 1996-04-08

First Use in Conunerce Date: 1996-04-05

Basis: H{a)

monitoring of security systems, fire alarms; security guard services; medical assistance services; emergency medical
services; civil profection services; securnty ;;a%;mwm* services, namely Hs%?m(,{}(}i‘ of buidlings, parking lots, vehicles,
persang, personal belongings, fire and secunty alarms, systems and equipment, and storage facilities for safety, security
and health hazards, fire pu}uchmx harardous waste handling, storage and ii“z{}t}\ads and observation and reporting of
criminal activity; and concierge services

International Class: 042

First Use Date: 1996-04-03

First Use in Commerce Date: 1996-04-05

Basis: 1{a}

Aﬁﬂi R”%@‘JAE INFORMAT ﬁ}l\é

i‘&%ﬁﬁi:&imw* 'O i i{)“vii E\ i}if‘:s\%f i%? Af EEUN” ”‘xLR\’%(‘L RECOVER ’3’"“, and "EXCEED EXPECTATIONS

Prior Registration Mumber{s):
SURYTS

784367
811355

SRS
-3

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2004-03-14 - Section § {(6-year) accepted & Section 15 acknowledged
2004-04-08 - Section 8 (G&-vear) and Section 15 Filed

2004-04-08 - THAS Section 8 & 18 Receive

http/ftarruspto.gov/serviet/tarr?regser=registration&entry=2151195 6/18/2004



Latest Status Info

1998-04-14 -

1998-02-02 -

1998-01-08 -

1997-12-02 -

1997-05-29 -

Registered - Principal Register

Allowed for Registration - Principal Register (50U accepted)
Communication received from applicant

Communication received from applicant

Non-fmal action mailed

- Statement of use processing complete

02 - Hxtension 1 granted

25 - Amendment to Use filed

1997-01-14 -

186-10-22

1996-09-20 -

1996-08-05 -

1996-07-26 -

1996-07-25 -

1996-06-26

1996-05-19 -

5« Extenston | filed

Natice of allowance - mailed

- Published for opposition

Notice of publication
Approved for Pub - Principal Register (Initial exam)
Examiner's amendment mailed

Previous allowance count withdrawn

3 - Approved for Pub - Principal Register (Initial exam)

- Examiner's amendment mailed

Case {ile assigned to examining attormey

Page 3of 3

CONTACT INFORMATION

Correspondent
JAMES T W

ALSH (Attorey of record)

httpy//tare.uspto. gov/serviet/tarrZregser=regisiration&entry=2151193

6/18/2004



Latest Status Info Page 1 of 3

Thank vou for your request. Here are the Iatest vesulis from the TARR web server.
This page was generated by the TARR system on 2004-06-18 14:00:08 ET

Serigl Muamber: 75023987 Assignment Information

Registration Number: 2154070 Assignment Information

Mark (words only): THE GUARDSMARK PROMISE

Standard Character claim: No

Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2004-03-28

Filing Date: 1995-11-27

Trausformed inte a National Application: No

Registration Date: [998-04-28

Register: Principal

Law Office Assigned: LAW OFFICE 104

H you are ﬁw am}%imnt or ::apgﬁis:‘mt“s a&mmev :md hawe Quesﬁmm about this file, please contact the Trademark

~

Current Location: 900 ~Warchouse {Newington)

Date In Location: 2004-006-01

S R

LGUARDSMARK, LLC

Address:

GUARDSMARK, LLC

22 SOUTH SECOND STREET

MEMPHIS, TN 38103

United States

Legal Entity Type: Lid Liab Co

State or Country Where Organized: Not Provided

{} OODS AND/OR SERVICES

inventory control services; business management wnsu?tmg services, investigation services, and administrative
services

http:/Aarr.uspto.gov/serviet/tart?reg egistration&entry=2154070 6/18/2004
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{atest Status Info Page 2 of 3

International Class: 033
First Use Date: 1996-04-03
First Use in Commerce Date: 1996-04-03

Basis: 1{a)

monitoring of security systems, fire alarms; security guard services; medical assistance services; emergency medical
services; civil protection services; security inspection services, namely, inspection of butldings, parking lots, vehicles,

persons, personal belongings, five and security alarms, systems and equipment, and storage facilities for safety, security
and health hazards, fire protection, hazardous waste h andi ng, storage and disposal, and observation and reporting of
criminal activity; and congierge services

International Class: 042

First Use Date: 1996-04-05

First Use in Commerce Date: 1996-04-035

A‘ﬁ& é\a’}

ADDITIONAL INF (}RW %’i H}f\

Prior Registration Mumber{s):
808973
1784367

1811355

MA%"}RE;{} PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2004-05-28 - Section 8 (6-year) accepted & Section 15 acknowledged
2004-04-09 - Section 8 (6-year) and Section 15 Filed

2004-04-09 - TEAS Section 8§ & 15 Received

1998-04-28 - Registered - Principal Register

1998-03-11 - Allowed for Registration - Principal Register (SOU accepted)
1998-03-09 - Communication received from applicant

1O98-03-09 - Commumication received from applicant

F998-02-11 - Case file assigned to examining attorney

1998-02-09 - Statement of use processing complete

g
&

1998-01-07 - Amendment to Use filed

http:/tarr uspto.goviserviettarrPregser=registration&entry=2154070 6/18/2004



Latest Status Info Page

1997-07-25 - Extension 1 granted

1997.07-07 - Extension 1 filed

1997-01-07 - Notice of allowance - mailed

1996-10-15 - Published for opposition

1996-09-13 - Notice of publication

1596-08-05 - Approved for Pub - Principal Register (Initial exam)
1096-07-20 - Examiner's amendment matled

1996-07-15 - Previcus allowance count withdrawn

1996-07-03 - Approved for Pub - Principal Register {Inhal exam)
1996-06-26 - Examiner's amendment mailed

1986-05-19 - Case file assigned to examining attorney

CONTACT INFORMATION

Ceorrespondent
JAMES T WALSH (Attorney of record)

JAMES T WALSH
ARMNOLD & PORTER

1P DOCKETING

5SS 12TH ST NW
WASHINGTON DC 20004

hitp/Atarr. uspto.goviservietAarPregser=registration& entry=2154070 6/ 1 8/2004



Latest Status Info Page 1 of 3

This page was generated by the TARR systermn on 2004-06-18 14:00:42 ET
Serial Number: 74608413 Assignment Information

Registration Number: 1986655 Assignment Information

Mark
‘ﬁ,*:'%“,m» I ML‘;: "y
o S AT MK

N WELLNESS

{(words only): GUARDSMARK WELLNESS TEAM

Standard Character elaim: No

Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Drate of Status: 2002-06-27

Filing Date: 1994-12-.08

Transformed into 5 National Application: No

Registration Date: 1996-07-16

Register: Principal

Law Office Assigned: TMEG Law Office 108

I vou are the applicant or applicant’s attorney and have guestions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceC mﬁ@r@msspw ToY

Current Location: 900 -Warchouse {Newington)

Date In Location: 2002-06-2

LAST APPLIC %V"ﬁ"(%}!{}% \J;{‘“R{%} OF RF( {)Rﬁ

1. Gua dsmari\ Inc.
Adddress:

Cruardsmark, no.
22 South Second Street

hitp://tarr usplo. goviserviet/tarrfregser=registraliondeentry=1986655 61872004



Latest Status Info

Mc;mtsh'a TN 38103
Inited States

.&eg:&ﬁ Entity Type: Corporation
State or Country of Incorporation: Delaware

Page 2 of 3

{;{}@‘i}&s ANEE;@R %?R@’H‘hi‘s

conducting employes incentive award programs and tz\xwdirw prizes md n'{ 3

o promote health,

§m:ermm§nai Class: 033

First Use Date: 1994412

-{39

First Use in Commerce Date: 1994-12-09

Basis: {a)

ADDITIONAL INFORMATION

fiiness,

angd nulrition

Disclaimer: "WELLNESS"

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HNMFR‘X

2002-06-27 -

2002-05-02 -

1996-07-16
1996-04-23
FOLG-113-22
1996-02-08
1966-02-08

P996-01-29

19951128

$.2
A

1996-01-

1996-01-19

1995-11-28 -

http://tarr.uspto.gov/serviet/tarr?regser=registration&entry=1986655

’Z)

S« Previoy

Section & (G-year) accepted & Scction 15 acknowledg ed

Section 8 (O-year) and Section 15 Filed

- Registered - Principal Register

- Published for opposition

2 - Notice of publication

- Approved for Pub - Principal Register (Initial exam)

H

Amendment to Use approved

- Amendment to use processing complete
- Amendment to Use filed

15 allowance count withdrawn

- Approved for Pub - Principal Register {Initial exam)

"

Commurnication recetved from applicant

6/18/2004



Latest Status Info Page 3 of 3

19050530 - Non-final action mailed

19935-05-24 - Case file assigned o examining attorney

CONTACT INFORMATION

Correspondent

JAMES WALSH

ARNQOLD & PORTER

555 TWELFTH 8T, NW
WASHINGTON, DC 20004-1202
United States

hitp:/tarr.uspto.goviserviet/tarr?regser=registration&entry=1986655 6/18/2004



Latest Status Info Page lof' 4

Thank vou for your request. Here are the latest results from the TARR web server,

This page was generated by the TARR system on 2004-06-18 14:02:03 ET

Registration Number: 18]
Mark (words only): GUARDSMARK

Standard Character claim: No

Current Status: This registration has been renewed.
Date of Status: 2004-01-13

Filing Date: 1992-05-06

Transformed into a National Application: No
Registration Date: 1993-12-14

Register: Principal

Law Office Assigned: LAW OFFICE 14

If you are the applicant or applicant’s attorney and have questions about this file, please contact the Trademark
Assistance Center at TrademarkAssistanceCenfor@uspto.gov

Current Location: 900 -Warchouse (Newinglon)

Date In Location: 2004-01-13

LAST APPLICANT(SYOWNER(®S) OF RECORD

1 GUARDSMARK, LLC

Address:
TARK, LLC

TEMPHIS, TN
United States
Legal Entity Type: Ltd Liab Co

State or Country Where Organized: Delaware

38103

GOODS AND/OR SERVICES

wdling and

hitpe/ftarr uspto. gov/serviet/tarrregser=registration&eentry=181 1355 6/18/2004




Latest Status Info Page 2 of 4

receiving services; commercial industrial management assistance and administrative services; and man
waste romoval, janitorial and .‘mxssmeepmg SErvices

fnternational Class: 035

First Use Date; 1992-02-28

First Use in Commerce Date: 1992-02-28

Basis: 1{a)

maintenance and repaiy of five and scourity alarms, systerms and equipment, portable radios, security and electronic
equipment

International Class: 037

First Use Date: 1992-02.28

First Use in Commerce ,i:me: 1992-02-28

Basis: 1(a)

fransportation of passengers and/or goods, as'zd,f'm‘ transport services rendered by motor vehieles; traffic information
services; tour guide; and messenger service

international Class: 039

First Use Date: 1992-02-28

First Use in Commerce Date: 1992-02-28

Basis: 1{a)

educational, instructional and training services in the area of commercial and industrial safety and emergency medical
care

luterpational Class: 041

First Use Date: 1992-02-28

First Use in Commerce Date: 1992-02-28

Basis: 1{a)

mmtz% toring of security systems, fire alarms, and waste removal; vehicle-weighing services; security g;uaz‘d RETVICES;
medical assistance services; health care services; emergency medical services; {ire fighting and protection services;

1«*@%‘1;{:&{3 registration and inspection services; civil protection services; weather reporting services; locksmith services;

and inspection of buildings, parking lots, vehicles, persons, personal belongings, five and securily alarms, systems and

equipment, and storage facilities for safety, security and health hazards, fire protection, hazardous waste handli g,

storage and disposal, concierge and guest relation services and eriminal activity

International Class: 042

First Use Date: 1992-02-28

First Use in Commerce Date: 1992-02-28

ADDITIONAL INFORMATION

Prior Registration Number(s):
BOR9T73

htp:/ftarr. uspto.gov/serviet/tare Tregser=registralion&entry=18113335 6/18/2004



Latest Status Info Page 3 of 4
o)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

H{ﬂ%% ( ‘i 1 §‘H}T‘\ H%T(}RY

2004~ OI 13- Fust renewal 10 year

2004-01-13 - Section 8 {10-vear) accepted/ Section 9 granted

2003-10-30 - Combined Section 8 (10-vear)/Section 9 {iled

2003-10-30 - TEAS Section 8 & 9 Received

2000-04-11 - Section 8 {6-year) accepted & Section 15 acknowledged
1999.12-10 - Section 8 (G-year) and Section 15 Filed

196931214 - Registered - Principal Register

1993-09-21 - Allowed for Registration - Principal Register (SOU accepted)

1993-09-

- {Zase tile assigned fo examining altorney

1993-07-26 - Statement of use processing complete

s,

1993.06-14 - Amendment to Use filed

&

1993-03-02 - Notice of allowance - mailed

1992-12-08 - Published for opposition

1992-11-06 - Notice of publication

1992-09-08 - Approved for Pub - Principal Register (Initial exam)
1992-08-27 - Examiner's amendment mailed

1992-08-24 - Previous allowance count withdrawn

1992-08-12 - Approved for Pub - Principal Register (Imtial exam)
18992-07-24 - Examiner's amendment mailed

1992-07-08 - Case file assigned o examining altomey

CONTACT INFORMATION

Correspondent

’ J
i
S,
o
15
<
&
.

hitp/Aare. uspto. goviserviet/tarr frogsersregistralion&entry=18113



Latest Status Info Page 4 of 4

JAMES WALSH (Attorney of record)

TAMES WALSH
ARNOLD & PORTER

P DOCKETING

S35 12TH STREET, NW,
WASHINGTON, DC 20004

hittp://tarr. uspto. gov/serviet/tarrTregsersregistration&entry=181 1358 HR2004



Latest Statys Info Page 1 of 2

Thank vou for your request. Here are the latest results from the TARR web server,
This page was generated by the TARR system on 2004-06-18 140330 ET
Serial Number: 72223122 Assignment Information

Registration Number: 808973 Assignment Information

Mark (words only): GUARDSMARK

Standard Character claim: No

Current Status: This registration has been renewed,

Date of Status: 1986-06-25

Filing Date: 1965-07-12

Transformed into a National Application: No

Registration Date: 1966-05-24

Register: Principa

Law Office Assigned: Unknown

I you are t%m am}ﬁ "m&' or ﬁppﬁ{?m&‘i?’% mmmev fmd hzwe questiws about this file, please contact the Trademark
Assist

Current Location: 900 -Warchouse (Newington)

Drate In Location: 2001-10-23

*(zri,r\i\ E% MARK, INC.

Address:
Gl \RD{%\
22 8. 2nd ST.
M TMPHE\ E\? 38103

United States

Legal Entity Type: Corporation

State or {Jmum} of Incorperation: Delaware

RE, INC.

{m{}{ﬁ}% AND/OR SERVICES

GUARD AND WATCHMAN SERV § i ‘3
1.8, Class: 100 {International Class 042)

http://tarr uspto. goviserviet/tarcregser=registration&entry=808973 6/1872004



Latest Status Info

First Use Date: 1963-07-00
First Use tn Commerce Date: 1963-.07-00

Basis: 1{a)

ADDITIONAL INF GRMA T H}Z\

(NOT AVAILABLE)

PROSECUTION HISTORY

1OHG-05-24 - Registration renewed - 20 vear

1986-03-26 - Section 9 filed/check vecord for Section 8

CONTACT INFORMATION

Correspondent
MASON, FENWICK & LAWRENCE (Altomey of record)

MASON, f‘?i'N'WK‘K & LAWRENCE

POFH AM HAIK SCHNOBRICH & KAUFMAN
685 15TH \M\ii T, NLW,

\ HTE 800

WASHINGTON, DC 20005-5701

Urnited States

hitpe/ftarr.uspto.gov/serviet/tart Tregser=registralion&entry=808973

6/18/2004



